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On Sept. 16, President Obama signed the Leahy-Smith America Invents Act into law. The act culminates years of effort to reform the U.S. patent system and represents the most sweeping changes in decades. It contains numerous changes to our patent laws, some major, others minor. Taken as a whole, the changes will affect everyone from solo inventors, hoping to be the next Thomas Edison, to large corporations. To get a sense of the impact of just a few of these changes, it is worth studying how differently some of history's most famous patent disputes would have looked under the new rules.

The epic patent battle over who invented the laser between Gordon Gould and Charles Townes has been the subject of several books. Gould was a graduate student at Columbia University working in relative obscurity. Townes was a highly regarded scientist at Bell Labs who would later be awarded the Nobel Prize in Physics for his work on the laser's predecessor, the maser. Both were simultaneously working toward the invention of the laser. Gould documented his early design for a laser in November 1957 in a notarized lab notebook. Townes, along with another future Nobel Prize winner, Arthur Schawlow, later documented his own research for building a laser in a 1958 scientific journal article.

Until the America Invents Act became law, the U.S. was sui generis as a "first to invent" country. That is, in the United States when more than one person attempted to patent an invention, the patent was awarded to the person who could document the earliest date of invention. There is a certain justice to this approach because it seeks to award patents to the people who in fact first invented something. In application, determining who the first inventor is can be messy. The process for determining who was first to invent, referred to at the U.S. Patent and Trademark Office as an "interference," can devolve into what is effectively a minitrial, with all of the complications and costs associated with one. Decisions can take years. Need more be said than that there are lawyers who specialize in these disputes?

In contrast, the rest of the world uses a "first to file" system to determine inventorship. The first person to get their application on file at the patent office is entitled to the patent. The benefit of this approach is its simplicity and ease of administration. The downside is that it is thought to disfavor small inventors, who may not have the expertise, savvy or resources to file patents as quickly as larger entities. Under the America Invents Act, the U.S. will now be a "first to file" country. As illustrated by the battle over the patent of the laser, this philosophical shift has important implications for inventors going forward.

Townes and Schawlow filed a patent application for the laser first and were issued the patent in 1960. Later, Gould filed for his own patent and contested the Townes and Schawlow patent based on the evidence in his notebook predating Townes and Schawlow's evidence. In 1966 the U.S. Court of Customs and Patent Appeals decided the patent was properly awarded to Townes and Schawlow. However, Gould was unbowed and after years of litigation and a series of legal and business maneuvers ultimately did receive patents directed to the amplifier within the laser, which is an essential component, even though an amplifier had been disclosed in the Townes and Schawlow patent.

Under the America Invents Act, Gould and Townes' patent war would look very different and likely would have been quicker. Townes filed his application first and would therefore have been entitled to the patent, leaving Gould with little to dispute.

The shift to "first to file" under the act will not leave an inventor whose ideas are stolen without recourse. Rather, the act provides for "derivation actions," which give a first inventor with a later filing date an opportunity to show that the person with an earlier filing date derived their claimed invention from the true inventor. This might have been useful in the dispute over who invented the telephone.

Alexander Graham Bell is widely credited with inventing the telephone. However, some believe he stole a key feature from Elisha Gray, a competitor who was simultaneously working toward his own version of a telephone.

Bell and Gray each submitted patent applications for the telephone on the same day, Feb. 14, 1876, although neither had created a working model yet. There is ambiguity over whose application arrived at the patent office first. At the time, this mattered little because a patent was awarded to the first to invent, which, in the case of the telephone, the patent office determined was Bell. However, under the new "first to file" rule in the America Invents Act, Gray may have had a basis to start a derivation action against Bell if, for example, Gray had reason to believe Bell had taken the idea for a key component to his telephone from Gray and included it in his own patent application.

Although patent applications are initially kept confidential, Bell's patent lawyer was friendly with the patent examiner responsible for Bell's and Gray's applications. During a meeting between the patent examiner and Bell's attorney after the applications were filed, the examiner revealed the contents of Gray's application to Bell's attorney. Bell was eventually awarded the patent but only later did he build a successful working model -- making the famous first phone call to his assistant, "Watson, come here." Whether the disclosure of the substance of Gray's application to Bell contributed to Bell's working telephone is a matter of dispute. What is clear is that under the America Invents Act, even if Bell filed his application first, Gray still might have been able to receive the patent for the telephone if he had evidence that Bell stole his idea and included it in his patent.

Jerome Lemelson and his eponymous foundation are well known in the inventor community. Before he died in 1997, Lemelson received hundreds of patents across a range of technologies. His most famous series of patents are the "machine vision" patents, which covered rudimentary aspects of barcode scanning. Lemelson didn't manufacture or sell scanners. Rather, he made hundreds of millions of dollars by licensing the rights to his patents.

Lemelson and his attorneys were particularly skilled at keeping his patent applications from issuing as patents for years through procedural maneuvering at the patent office. When Lemelson's patents eventually issued, barcode scanning was already in wide use. As a result, many companies were forced to take a license to his patents. Those that did not were sued for patent infringement.

Lemelson sued large numbers of defendants in one fell swoop, naming numerous companies as defendants to a single lawsuit. As a result, Lemelson and his lawyers could realize an economy of scale. For example, certain documents would only have to be filed once that would otherwise have to be filed many times if each defendant were sued separately. Similarly, the number of court appearances his lawyers would have to make could be reduced since they would only need to appear for one suit. This tactic was also used by many "nonpracticing entities" -- companies that do not manufacture anything but instead derive income from licensing patents.

The America Invents Act has already ended this practice. Under the act, multiple unrelated defendants can only be named in a single lawsuit if their respective infringing activity arises out of the same transaction, occurrence or series of transactions.

This isn't to say Lemelson couldn't have sued the entire industry today. Rather, he simply would have to do it via a series of separate lawsuits.
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